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Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

INTRODUCTORY COMMENTS 

Applicants respectfully request a review of the legal and factual bases for the rejections in 
the above-identified patent application. Pursuant to the guidelines set forth in the Official Gazette 
Notice of July 12, 2005 for the Pre- Appeal Brief Conference Program, favorable reconsideration of 
the subject application is respectfully requested in view of the following remarks: 

According to the final Office Action dated July 27, 2010 ("Final Rejection"), claims 1-5 are 
rejected under 35 U.S.C. §103(a) as being unpatentable over Nord (U.S. Patent No. 6,074,403) 
("Nord") in view of Miller (U.S. Patent No. 2,5 1 8,994) and Schmidt et al. (U.S. Patent No. 
5,456,684) ("Schmidt"). Claims 1 1 and 12 are rejected under 35 U.S.C. §103(a) as being 
unpatentable over Nord in view of Dingier (U.S. Patent No. 6,071,299) ("Dingier"). These 
rejections are respectfully traversed for at least two reasons: (i) the cited prior art references do not 
disclose or suggest all limitations of claims 1-5, 1 1 and 12; and (ii) a person of ordinary skill in the 
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art would not have been motivated to consider any of Nord, Miller or Schmidt, to arrive at the 
claimed subject matter. . 


THE CITED PRIOR ART REFERENCES DO NOT DISCLOSE OR 
SUGGEST ALL LIMITATIONS OF THE CLAIMED INVENTION 

Nord, Miller and Schmidt (alone or in combination) simply do not disclose or suggest all 
limitations of claim 1. Nord specifically teaches against the claimed invention and, thus, Nord 
cannot disclose or suggest all limitations of the claimed invention and, in addition, there would be 
absolutely no motivation for one skilled in the art to consider Nord (or to combine Nord with any 
other reference) to arrive at the claimed invention. In the "Background of the Invention" section of 
the present application, the inventors describe Nord (U.S. Pat. No. 6,074,403) in t1f[0002]-[0004] as 
follows: 

[0002] A hand instrument for retrieving suture within a patient is 
known from U.S. Pat. Nos. 6,074,403, issued Jun. 13, 2000 to Nord, 
and U.S. Pat. No. 6,517,552, issued Feb. 11, 2003 to Nord et al. An 
example of a prior art hand instrument is illustrated in FIG. 9. 

[0003] Referring to FIG. 9, a suture retriever includes a shaft 1 having 
a sharp distal tip 2. An opening 3 is formed in the shaft 2. A hinged 
jaw 4, shown in the closed position in FIG. 9, covers the opening 3 . 
Shaft 1 is provided with a 15 degree upward bend 5. The jaw 4 is 
operated by a hand mechanism that includes a stationary thumb loop 6 
and a moveable finger loop 7 secured by pivot 8. Moveable finger 
loop 7 actuates closing and opening of jaw 4 by way of a direct 
connection between the actuating mechanism and the jaw (. . .). 
[0004] Since the introduction of the instruments set forth in the above- 
noted patent, it has been found that most surgeons do not actually 
utilize the finger loops during svirgery, but instead prefer to activate 
the instrument jaw by simply pushing on the outside of the moveable 
finger loop. 

To overcome the disadvantages of Nord, the inventors state in the application that "it 
would be desirable to provide an instrument with a simplified actuating mechanism which facilitates 
use of the instrument during surgery" (11[0004]) proposing, instead, an instrument which is operated 
by a single digit while the handle is held in the user's hand (t[0006]). These distinguishing features 


2 


DSMDB-2852406vl 


Application No. 10/679,438 
Pre-Appeal Brief Request for Review 


Docket No.: A8 1 30.0 157/P 157 


of the present invention are now recited in amended claim 1 . Thus, for at least this reason, Nord 
does not disclose or suggest all limitations of the claimed invention, and one skilled in the art would 
not have been motivated to consider Nord (much less to combine Nord with other prior art 
references) to arrive at the claimed invention. 

Certainly, Nord does not disclose or suggest "a single lever disposed pivotably on the 
handle and manipulable by a user's thumb, while the handle is held across the palm of the user's 
hand and the handle is gripped in the user's hand and. . . to toggle in an arc between two opposed 

positions, the two opposed positions being symmetric with respect to each other relative to a 
direction transverse to a longitudinal axis of the shaft," as claim 1 now recites. As shown in Fig. 1 
of Nord (reproduced below), the suture retriever of Nord is provided with a lever 20 which "locks 
the jaw in a closed position" (col. 2, 11. 62-63). Lever 20 of Nord is not designed to "toggle in an 
arc between two opposed positions . . . being symmetric with respect to each other relative to a 
direction transverse to a longitudinal axis of the shaft," as in the claimed invention. 


Nord also fails to disclose or suggest an instrument with a handle that is "held across the 
palm of the user's hand and the handle is gripped in the user's hand," as in the claimed invention. 
The instrument of Nord is provided with a plurality of finger loops (which is exactly what the 
claimed invention teaches against) and not with a single handle and actuating mechanism that allow 
easier manipulation by surgeons and elimination of the finger loops of Nord. As acknowledged by 
the examiner, Nord also fails to disclose a "lever [that] includes a cam mechanism that engages and 
cooperates with the rod through a spring that pushes the rod against a cam surface and moves the 
rod longitudinally within the shaft to operate the articulating mechanism." 
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Miller and Schmidt fail to address the deficiencies of Nord. Miller teaches a forceps 
with "a trigger-like finger lever 25 . . . pivoted on a pin 26" (col. 2, 1136-37). 



Clearly, the handle of the forceps of Miller cannot be "held across the palm of the user's 
hand" and also "gripped in the user's hand," to allow a lever on the handle to be "manipulable by a 
user's thumb." In fact, Miller specifically teaches that "the finger lever 25 is depressed by the index 
finger" (col. 3, 11. 30-31), and not by a thumb. 

In any event, Miller fails to disclose or suggest "a single lever disposed pivotably on the 
handle and manipulable by a user's thumb" much less "a single lever disposed pivotably on the 
handle and manipulable by a user's thumb, while the handle is held across the palm of the user's 
hand and the handle is gripped in the user's hand." As noted above, the finger lever 25 of Miller 
(which would arguably correspond to the "single lever" of the claimed invention) is not located on a 
handle that is gripped by the user (while the handle extends across the palm). 

Finger lever 25 of Miller (which would arguably correspond to the "single lever" of the 
claimed invention) is also not designed to "toggle in an arc between two opposed positions, the two 
opposed positions being symmetric with respect to each other relative to a direction transverse to a 
longitudinal axis of the shaft," as claim 1 recites. Finger lever 25 of Miller cannot toggle in an arc 
between two opposed, symmetrical positions simply because the instrument of Miller is completely 
different fi:om that of the claimed invention. 

Schmidt teaches an instrument that can perform a multitude of tasks such as grasping, 
manipulating, retracting, cutting, cauterizing, irrigation, suction, and electrosurgery functions 
(abstract), and not the specific structural limitations of the claimed invention. The instrument of 
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Schmidt is provided with a tool assembly (having jaws, cutting blades and a suction/irrigation tip) 
and with a handle that has finger loops 26, 28, a trigger 3 1 and switches and buttons 32, 34, 36. 
Trigger 31 of Schmidt (which would arguably correspond to the "single lever" of the claimed 
invention) is not designed to be actuated by a thumb and is not part of a handle that is held across 
the palm of the user's hand and gripped in the user's hand. Again, Schmidt teaches an instrument 
with finger loops and this is exactly what the claimed invention is teaching against. 

NO MOTIVATION TO CONSIDER ANY OF THE CITED REFERENCES EXISTS 

A person skilled in the art would also not have been motivated to consider any of Nord, 
Miller or Schmidt, as all these references are directed to handles with finger loops (Nord and 
Schmidt) and handle member and hand grip (Miller) which do not permit the handles of these 
references to be held across the palm of the user's hand and gripped in the user's hand (while the 
surgeon actuates a lever by simply using the thtunb). The claimed invention teaches exactly against 
these references and, thus, one skilled in the art would simply not be motivated to consider them 
(much less to combine them) to arrive at the claimed invention. 

Dated: October 27, 2010 Respectfully submitted, , 



Stephen A. Soffen 


Registration No.: 31,063 
Gabriela I. Coman 


Registration No.: 50,515 
DICKSTEIN SHAPIRO LLP 
1825 Eye Street, NW 
Washington, DC 20006-5403 
(202) 420-2200 
Attorneys for Applicants 
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